United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS A 
P.O. Box 1450 

Alcxundria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/680,373 


10/07/2003 


Philip Binder 


AP3547 1-070457. 1324 


4634 



21003 7590 08/16/2007 

BAKER BOTTS L.L.P. 
30 ROCKEFELLER PLAZA 
44TH FLOOR 

NEW YORK, NY 10112-4498 



EXAMINER 



MURDOUGH, JOSHUA A 



ART UNIT 



PAPER NUMBER 



3609 



MAIL DATE 



DELIVERY MODE 



08/16/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/680,373 


Applicant(s) 
BINDER ETAL 


Examiner 

Joshua Murdough 


Art Unit 

3609 





- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 7-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1^23 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)E3 The drawing(s) filed on 07 October 2003 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) £3 Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 3/5K004 . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070725 



Application/Control Number: 10/680,373 Page 2 

Art Unit: 3609 

DETAILED ACTION 
Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 1 19(e) as 
follows: 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 1 12. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application, Application No. 60/416488, fails to provide 
adequate support or enablement in the manner provided by the first paragraph of 35 U.S.C. 1 12 
for one or more claims of this application. The application does not show the simultaneous 
storage of the pre-approved limit and balance on the IC card. This is claimed in every claim of 
the instant application. Therefore, priority is not given to the provisional date. 

Claim Rejections - 35 (JSC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claims 8, 9, 16, 20 & 21 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 8 & 20 contain the trademark/trade name EMV. Where a trademark or trade 
name is used in a claim as a limitation to identify or describe a particular material or product, the 
claim does not comply with the requirements of 35 U.S.C. 112, second paragraph. See Ex parte 
Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or 
trade name cannot be used properly to identify any particular material or product. A trademark 
or trade name is used to identify a source of goods, and not the goods themselves. Thus, a 
trademark or trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe a 
specification for smart card transactions and, accordingly, the identification/description is 
indefinite. 

Claims 9, 16 & 21 contain the trademark/trade name M-Chip. Where a trademark or 
trade name is used in a claim as a limitation to identify or describe a particular material or 
product, the claim does not comply with the requirements of 35 U.S.C. 112, second paragraph. 
See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the 
trademark or trade name cannot be used properly to identify any particular material or product. 
A trademark or trade name is used to identify a source of goods, and not the goods themselves. 
Thus, a trademark or trade name does not identify or describe the goods associated with the 
trademark or trade name. In the present case, the trademark/trade name is used to 
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identify/describe a family of smart cards and, accordingly, the identification/description is 
indefinite. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Foladare 
(5,914,472) in view of Dethloff (4,837,422) and further in view of Braun (3,594,727). 
As to claims 1, 8-1 1; Foladare shows: • 

the conducting of financial transactions on a payment card network (Abstract), controlled 
by a pre-approved limit (Abstract), and the present balance (Column 5, lines 25-36); if the 
amount of the purchase is less than the difference between the balance and the limit of the 
associated account, the transaction is allowed without authorizing a higher limit (Column 5, lines 
21-25); if the difference between the current balance and the limit is less than the purchase, the 
account holder is automatically contacted through the network to get authorization to exceed the 
limit (Column 5, lines 28-58); and if the approval is granted, the limit is adjusted to allow the 
transaction (Column 6, lines 4-10). 

Foladare does not show that the card is an IC device capable of storing the appropriate 
values on the card. 

Dethloff shows a multi user card system (Title) that uses an IC device (Column 1, lines 
12-20) enabling the processing of data on the card and greatly increasing the storage capacity of 
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the card (Column 1, lines 32-46). It would have been obvious to one of ordinary skill in the art 
at the time of the invention to have further modified the invention of Foladare to be compatible 
with IC devices, as shown by Dethloff. This would have allowed for the storage and processing 
burden on the network to be reduced because the card would have been capable of these 
processes. 

Foladare in view of Dethloff does not show that the balance and limit are independently 

stored. 

Braun shows a credit card system (Title) that uses the account balance value as well as 
the credit limit value in order to check that the limit is not exceeded. (Column 17, lines 9-12) It 
would have been obvious to one of ordinary skill in the art at the time of the invention to have 
modified the invention of Foladare to store these values on the card so that the difference can be 
computed on the card, further reducing the burden on the network. 

As to claim 2, Dethloff shows that the IC device used in the combination above is 
updateable (Column 1, lines 27-30). 

As to claim 3, Dethloff shows that the balance on the IC device used in the combination 

above is updated to be zero. (Column 7, lines 1 8-22) 

As to claim 4, Dethloff shows that the IC device used in the combination above has an 

# 

updateable balance and limit for the user (sub-user), set by the issuer (cardholder) (Abstract). 
Foladare shows that this update can be as a function of a transaction (Column 5, lines 28-58). 

As to claim 5, Dethloff shows that the IC device used in the combination above has an 
updateable limit for the user (sub-user), set by the issuer (cardholder) (Abstract). Foladare shows 
that this update can be as a function of a transaction (Column 5, lines 28-58). 
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As to claim 6, as best understood, Foladare further shows, receiving a denial from the 
issuer and updating the balance and limit based on the approval or denial (Column 2, lines 25- 
32) 

As to claim 7, Foladare further shows in steps 112-118 of Figure 1, that if an 
authorization is not given, the transaction is refused. 

As to claim 11, Foladare in view of Dethloff and Braun teaches a smart card system with 
memory capable of storing various data However, it does not expressly teach storing specific 
country codes recited in claim 11. Nevertheless, the difference(s) are only found in the non- 
functional descriptive material and are not functionally involved in the steps. The recited 
method steps would be performed the same regardless of the specific data being stored. Thus, 
this descriptive material will not distinguish the claimed invention from the prior art in terms of 
patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re 
Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed Cir. 1994); MPEP §2106. 

As to claim 12, Dethloff shows that the IC device used in the combination above can 
have the currency to be used can be stored in the smart card and is controlled by the issuer. 
(Column 6, lines 58-64) 

As to claim 13 Foladare shows: 

if the difference between the current balance and the limit is less than the purchase, the 
account holder is automatically contacted through the network to get authorization to exceed the 
limit (Column 5, lines 28-58); and if an authorization is not given, the transaction is refused. " 
(Figure 1, steps 112-118) 
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Dethloff shows that the balance on the IC device used in the combination above is 
updated to be zero. (Column 7, lines 18-22) 

As to claim 14, Dethloff shows that the IC device used in the combination above stores 
the verification within the card. (Column 2, lines 40-46) 

As to claim 15, Dethloff further shows that the verification of claim 14 is done prior to 
requesting authorization from the network by comparing it to a conventional PIN which is 
required by automated teller machines prior to allowing the processing of a transaction. (Column 
2, lines 3-46) 

As to claims 17, 20 & 21; Foladare shows: 

the conducting of financial transactions on a payment card network (Abstract), controlled 
by a pre-approved limit (Abstract), and the present balance (Column 5, lines 25-36); if the 
amount of the purchase is less than the difference between the balance and the limit of the 
associated account, the transaction is allowed without authorizing a higher limit (Column 5, lines 
21-25); if the difference between the current balance and the limit is less than the purchase, the 
account holder is automatically contacted through the network to get authorization to exceed the 
limit (Column 5, lines 28-58); and if the approval is granted, the limit is adjusted to allow the 
transaction (Column 6, lines 4-10). 

Foladare does not show that the card is an IC device capable of storing the appropriate 
values on the card. . 

Dethloff shows a multi user card system (Title) that uses an IC device (Column 1, lines 
12-20) enabling the processing of data on the card and greatly increasing the storage capacity of 
the card (Column 1, lines 32-46). It would have been obvious to one of ordinary skill in the art 
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at the time of the invention to have modified the invention of Foladare to have been compatible 
with IC devices, as shown by Dethloff This would have allowed for the storage and processing 
burden on the network to be reduced because the card would have been capable of these 
processes. 

The on the card processing would necessitate the updating of the data stored within as 
disclosed by Dethloff (Column 1, lines 27-30). 

As to claim 18, Dethloff shows that the balance on the IC device used in the combination 
above is updated to be zero. (Column 7, lines 18-22) 

As to claim 19, as best understood, Foladare further shows, receiving a denial from the 
issuer and updating the balance and limit based on the approval or denial (Column 2, lines 25- 
32) 

As to claims 8 and 20, Foladare in view of Dethloff and Braun, as applied to the 
appropriate independent claims, teaches a smart card system with a pre-authorized balance and 
limit However, it does not expressly teach the specific EMV compliance recited in claims 8 and 
20. Nevertheless, this is merely an obvious design choice. 

As to claims 9, 16 & 21; Foladare in view of Dethloff, as applied to the appropriate 
independent claims, teaches a smart card system with a pre-authorized balance. However, it 
does not expressly teach the specific M-Chip device recited in claims 9, 16, and 21. 
Nevertheless, this is merely an obvious design choice. 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Foladare in view 
of Dethloff and Braun as applied to claim 17 above, and further in view of Davis (4,745;267). 
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Foladare in view of Dethloff and Braun shows all of the elements except for the 
comparing of country codes of the card and the terminal and initializing an on-line transaction if 
they are found to be different. 

Davis shows checking the country code to see if the card is foreign and if it is, the 
transaction is processed on-line to make sure it is not in violation of international currency 
policies. (Column .4, lines 1-6) It would have been obvious to one of ordinary skill in the art at 
the time of the invention to have further modified the invention of Foladare to include the 
country check as taught by Davis to keep track of currency transfers due to restrictions on 
currency imports and exports. 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Foladare in view 
of Dethloff and Braun as applied to claim 17 above, and further in view of Ferguson (5,256,863) 

Foladare in view of Dethloff and Braun shows all of the elements except for the country 
codes and the device holder specifying a desired amount. 

In regards to the country codes, the difference(s) are only found in the non- functional 
descriptive material and are not functionally involved in the steps recited nor do they alter the 
recited structural elements. The recited method steps would be performed the same regardless of 
the specific data being stored. Thus, this descriptive material will not distinguish the claimed 
invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 21 7 
USPQ 401, 404 (Fed. Cir. 1983); In reLowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); 
MPEP S2106 

Ferguson shows the device holder specifying a cash back amount at the point of sale in 
order to request a transaction for the amount of the sale plus the cash back amount from the pre- 
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authorized amount. (Column 9, lines 38-41) It would have been obvious to one of ordinary skill 
in the art at the time of the invention to have further modified the invention of Foladare to allow 
the device holder to specify a portion of the pre-authorized amount to be included in the 
transaction. This would allow for cash back from the transaction. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. 

Flemming (5,953,710) shows more details in a similar system to Foladare. 
Furuhashi (6,029,887) shows the use of a smart card in more of a bankbook type of role. 
Davis (6,105,008) shows the use of a smart card over the internet. 
Chaum (6,434,238) shows more detail on smart card transactions and the EMV 
specifications. 

Flitcroft (2003/0028481) shows more options for communication from a financial device 
to a network that processes transactions. 

Fieschi (7,177,849) shows prior authorization in a credit or debit card system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua Murdough whose telephone number is (571) 270-3270. 
The examiner can normally be reached on Monday - Thursday, 7:00 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Khoi Tran can be reached on (571) 272-6919. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joshua Murdough 




